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246 NOTES 

estate, but also to cases relating to personalty or personal 
rights or privileges." Mere lies are not privileged and in the 
absence of reasonable and probable cause, scienter should be 
presumed. 18 

It is submitted that for a communication to be privileged it 
must be made on a proper occasion, from a proper motive, and 
must be based upon a reasonable and probable cause. Even 
under the English rule the instructions to the jury frequently 
go to this extent. 19 



When the Imitation of One Man's Goods by Another 
Transgresses the Rule Against Unfair Trade Com- 
petition. 

The law of unfair trade competition has been unnecessarily 
confused by not keeping it distinct from the law of trade 
marks. Thus it is common legal knowledge that one cannot 
acquire a trade mark in the mere shape of an article, 1 but 
clearly this does not say because the unfair trade competition 
is by means of the similarity in shape of defendant's to com- 
plainant's article, that it should not be restrained. 2 Following 
out the trade mark idea, however, there are decisions holding 
that there can be no unfair trade competition in copying the 
structural advantages of another's product, irrespective of the 
intent to deceive the public, 8 while other decisions reasoned 
solely along the lines of unfair trade competition come to the 
opposite conclusion on the same statement of facts.* 

This confusion also explains certain opinions that have been 
expressed "that there seems to be a strong tendency to-day to 
admit that an exclusive right may be acquired in certain dis- 
tinguishing devices, which would have been held some years 
ago to be non-exclusive marks and open to all the world." 5 
The cases cited as so holding are cases where "the principles of 
unfair trade competition rather than those appertaining to 
trade marks were the bases of judgment." 8 

18 Briggs v. Garrett, supra. 
"Regal v. Perkinson, I Q. B. D. 431 (1892). 
1 Moorman v. Hoge, 2 Sawyer 78 (C. C. A. 1871). 
2 Coates v. Merrick Thread Co., 149 U. S. 562 (1892). 
" Globe-W ernicke Co. v. Fred. Macey Co., 119 Fed. 696 (C. C. A. 
1902). 

i Cook v. Bernheimer, 73 Fed. 203 (Circ. Crt. 1896). 

* See article. "Fraud as an Element of Unfair Competition," 16 Harv. 
L. Rev. 272, at p. 274. 

* A Treatise on the Law of Trade-marks, by W. H. Browne, 2nd ed., 
sec. 89c. 
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The two branches of the law should be kept clearly sep- 
arated because the rules applied differ greatly. In trade mark 
cases, all that the complainant need prove is a violation of a 
right of his connected with a certain article of sale, and from 
this arises a conclusive presumption that fraud has been 
worked on the public because the trade mark being non-func- 
tional no other result could be obtained by its use than the 
deception of the public. 7 To be sure, there is no property in the 
trade mark as such but there is when it is used in connection 
with an article which it designates ; and for equity to intervene 
there need be shown only that that property right has been in- 
fringed. 8 In unfair trade competition cases, on the other 
hand, the complainant must show that the public has been, or is 
likely to be deceived by the use of the similar article. 8 There 
is the same exclusive right that there is in the case of a trade 
mark, — to be protected from injury to complainant's business, 
but the fact of the likelihood of the deception of the public 
must be proved in one case, while it is presumed in the other. 9 
From this it can be seen that while the law might well refuse 
to grant one a trade mark in an unpatented device of mechani- 
cal utility because this would make it exclusive in him and be 
virtually giving him a patent, yet with perfect logic it could 
grant an injunction to restrain another from using that device 
if he did it in such a way as to deceive the public to the com- 
plainant's injury. 

It has long been settled that one shall not be permitted to 
sell his goods under the pretense that they are the goods of 
another. 10 The basis of the equitable jurisdiction is the injury 
to the complainant's business through the fraud on the public 
and not the fraud itself that has been or is likely to be per- 
petrated on the public, as is shown by the fact that no one 
of the public can bring the bill unless his private business is 
harmed. 11 The ordinary case of unfair trade need only be 
stated to be acquiesced in : the difficult case is where A makes 
an article useful from a mechanical standpoint having no non- 
functional characteristics to distinguish it and puts it on the 
market without patenting it, thereby dedicating his newly found 



* Hueblin v. Adams, 125 Fed. 782, at p. 785 (Circ. Crt. 1903). 

" A Digest of the Law of Trade-marks, etc., by N. F. Hesseltine, p. 
89, and cases there cited. 

'Kann v. Diamond Steel Co., 89 Fed. 706 (C. C. A. 1898). 

"Perry v. Truefitt, 6 Beav. 66 (1842). 

11 Weemer v. Brayton, 152 Mass. 101 (1890). But see A Treatise on 
Eq. Remedies, by J. N. Pomeroy, vol. 2, sec. 578. 
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idea to the public; B constructs and puts on the market an 
article exactly like A's — under what circumstances if under 
any, can B be restrained? It has been held that there can 
be no restraint in such a case even though B sells with the in- 
tent to deceive the public and thereby to trade on A's reputa- 
tion. 12 The reasons given are that the imitator has an absolute 
right to do that which is complained of and his intent is im- 
material ; further, that this would allow the complainant in such 
a case to gain a monopoly in a shape of mechanical advantage 
to which he has no right without a patent. Another view 
holds that there should be restraint where the defendant has 
the intent to deceive and thereby increase his sales by purchas- 
ers from the defendants having "a reasonable expectation that 
the ultimate consumer deceived by the shape will mistake" the 
article for one of the complainant's. 13 Here it is denied that 
the right of the defendant to copy is absolute, and the com- 
plainant is not given a monopoly because he cannot prevent com- 
petition carried on bona fide, and with no intent to deceive 
the public as to the origin of the goods. In a recent English 
case where the imitation was of a descriptive name, this rule 
was applied. 1 * Where there is merely a copy of an article's 
shape which is of mechanical utility and made with no intent 
to deceive the public it has been generally agreed that there 
could be no restraint ; 15 however, in a recent decision the Court 
granted a bill to restrain a defendant from selling automobile 
searchlights enclosed in a shell imitative of complainant's un- 
patented shell, although the shell had the name of the defend- 
ant prominently appearing thereon as the maker, and although 
the defendant had never represented that his lamps were made 
by the complainant. Rushmore v. Manhattan Screw and Stamp- 
ing Works, 163 Fed. 939 (C. C. A.). Unless here there was 
imitation of non- functional parts of the shell or the intention 
to deceive the public, which the statement of facts leaves in 
doubt, the Court would be undoubtedly correct in saying as it 
did, that "this carries the doctrine of unfair competition to its 
utmost limit," although there would seem to be authority for 
the position. 16 



a Globe-Wernicke Co. v. Fred. Macey Co., 119 Fed. 696 (C. C. A. 
1902). 

a Cook v. Bernheimer, 73 Fed. 203 (Circ. Crt. 1896). 
"Reddaway v. Banham, L. R. (1896), A. C. 199. 
"Marvel Co. v. Pearl, 133 Fed. 160 (C. C. A. 1904). 
"Edison Co. v. Gladstone, 58 Atl. 391 (N. J. Eq. 1903). 



